United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



j APPLICATION NO, | 


FILING DATE | 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. [ 


10/683,568 


10/10/2003 


Robert E. Hornung 


IND-126 


9441 



20028 7590 

Lipsitz & McAllister, LLC 
755 MAIN STREET 
MONROE, CT 06468 



02/01/2008 



EXAMINER 



A, PHI DIEU TRAN 



ART UNIT 



PAPER NUMBER 



3633 



MAIL DATE 



DELIVERY MODE 



□ 



02/01/2008 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



.4 

Office Action Summary 


Application No. 

10/683,568 


Applicant(s) 

HORNUNG ET AL 


Examiner 

I- Aul lllllvl 

Phi D. A 


Art Unit 

3633 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E<] Responsive to communication(s) filed on 12 March 2007 . 
2a)D This action is FINAL. 2b)IE This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 107,108.110-114 and 116-123 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 107. 108.110-1 14 and 1 16-123 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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In view of the Appeal Brief filed on 3/12/07, PROSECUTION IS HEREBY 
REOPENED. The rejections of the claims are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1.1 13 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an 
appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 

BRIAN E. 3LES3NER 
SUPERVISOR *vr%*tT EXAMINER 



Claim Rejections - 35 USC § 112 
1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
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pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 107, 109-1 14, 1 16-123 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Claim 107 line 5 " generally parallel", " substantially all the way to a second side", are 
not disclosed in the original specification or in the original claims. The limitations appear to be 
new matter added to the application during prosecution. 

Claim 1 10 lines 7-8, " generally parallel" and " substantially all the way to a second 
side", are not disclosed in the original specification or in the original claims. The limitations 
appear to be new matter added to the application during prosecution. 

As claims 109, 111-114, 116-123 depend on claims 107 or 110, the 112 rejection above 
also applies to the dependent claims, 

3. Claims 107, 109-114, 116-123 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

The limitations " generally parallel" and " substantially all the way to a second side", are 
not enabled in the specification. The drawings and the specification, show the structures to the " 
resilient finger", without disclosing and supporting the limitations of"" generally parallel" and " 
substantially all the way to a second side". 
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As claims 109, 1 1 1-1 14, 1 16-123 depend on claims 107 or 110, the 112 rejection above 
also applies to the dependent claims. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 109-114, 116-123 are rejected under 35 U.S. C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject. matter which 
applicant regards as the invention. 

The claims are indefinite as the independent claims 107, 1 10, contain limitations " 
generally parallel" and " substantially all the way to a second side", which are not clearly defined 
in the specification and drawings. The claims are thus indefinite as the limitations of the claims 
are unclear. 

Claim Rejections - 35 USC §102 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

1. Claim 108 is rejected under 35 U.S.C. 102(a) as being anticipated by Boone et 
al(6345485). 

Boone et al (figure 9 viewed the feature in the state of upside down) shows a clip 
comprising a base (126), a base support including a pair of side walls (figure 12 shows side wall 
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122, 124 and its connected sections) disposed on a bottom of the base, a retainer projecting 
outwardly from and substantially perpendicularly to the base. 

Boone et al shows all the claimed limitations. Boone's structure inherently is capable of 
functioning as claimed. 

2. Claims 107-108, 110-114, 116-123 are rejected under 35 U.S. C. 1 02(b) as being 
anticipated by McCandless(6289641). 

McCandless (figure 7 viewed the feature in the state of upside down) shows a clip . 
comprising an upper platform (140), a lower resilient finger (82)extending from a first side of the 
upper platform generally parallel to and underneath the upper platform substantially all the way 
to a second side of the upper platform opposite the first side, a muntin retainer (the part in the 
middle perpendicular to part 140) projecting from an upper surface of the upper platform at a 
substantially 90o angle, a base (126), the lower resilient finger including a free end portion (the 
end of part 82 which is close to part 32), the lower resilient finger is configured to flex, the upper 
platform and the lower finger are integral, the lower finger is cantilevered from the upper 
platform, the angle is 90 degree. 

Per claim 108, McCandless (figure 5) shows a clip comprising a base (140), a base 
support including a pair of side walls (95 left and right and its connected sections or parts 82, 80) 
disposed on a bottom of the base, a retainer (127 or 1 17) projecting outwardly from and 
substantially perpendicularly to the base. 

McCandless shows all the claimed limitations. McCandless 's structure inherently is 
capable of functioning as claimed. 
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Response to Arguments 



3. Applicant's arguments with respect to claims 107-108, 110-114, 1 16-123 have been 
considered but are moot in view of the new ground(s) of rejection. 

With respect to claim 108, the reference Boone shows the claimed limitations and is 

clearly set forth above. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phi D A whose telephone number is 571-272-6864. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on 571-272-6777. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Phi Dieu Tran A 





BRIAN E. GLESSNER 
SUPERVISORY p«^mt FXAMINER 



12/9/07 



